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Amendment 

£p***>n No. 10/683866 Att0 r»ey Docket No. S63.2P-1084I-OS02 

Remarks 

This Amendment is in response to the Office Action dated July 28, 2005. The 
Office action rejected claims 2 and 4-18 under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. 5,713,917 (hereinafter Leonhardt-5) in light of U.S. 6,371,982 (hereinafter Berg) and over 
Berg in light of U.S. 6,280,467 (hereinafter Leonhardt-6). Claim 2 has been amended to limit the 
scope of the claims to a system that treats a lesion site prior to the introduction of an 
endoprosthetic device such as the ones described by Leonhardt-5, Berg, or Leonhardt-6. The 
amendments to the claims are fully supported by the disclosure of the original Application as 
filed. No new matter has been added. 

The paragraph numbers listed below correspond to those in flic Detailed Action 

section of the Office Action: 



3. Claim Rejections - 35 TJ.S.C. S 103(a) 

The Office Action rejects Claims 2 and 4-18 under 35 U.S.C- § 103(a) as being 
obvious when viewing Lconhardt-5 in light of Berg. Both Berg and Leonhardt-5 describe 
endoprosthetic devices used to repair or replace damaged body vessels. Their combination 
however does not provide adequate grounds for an obviousness rejection because there is no 
motivation to combine the two, and their combination does not fully describe applicant's 
invention. 

Obviousness can only be established by combining or modifying the teachings of 
the prior ait to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. MPEP § 2143.01. However, if 
proposed modification would render the prior art invention being modified unsatisfactory for its 
intended purpose, then there is no suggestion or motivation to make the proposed modification. 
In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984). Because a combination of 
Leonhard-5 with Berg would render the endoprosthetic device unsatisfactory for the intended 
purposes of both Berg and Leonhardt-5, there is no motivation to combine the two. 

Berg is an endoprosthetic device designed with discrete sections each designed to 
be compliant with and aligned with specific portions of the surface of a damaged body vessel 
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(Berg Col. 2 lines 21-31 and FIGs. 3a and 3b). Leonhardt-5, in contrast, is an endoprosthetic 
device designed to have among other features, an adjustable length (Leonhardt-5 Col. 2 lines 49- 
52) and have a low profile (Col. 2 lines 53-55). Hie particular objectives of the two grafts 
involve features which would render their combination unsuitable for either objective. For 
example, to reduce its profile, Leonhardt-5's design calls for a low impact connection means 
such as a spring that does not contact the surface of the vessel (Leonhardt-5 Col. 8 lines 62-64). 
In contrast, Berg's design calls for a connection means that will assure proper distension such as 
hooked or barbed connectors (Berg FIG. 8, Col. 2 lines 62-65 and Col. 7 lines 27-50). To 
combine the two would either desfroy Leonhardt-5's low profile and adjustable length or destroy 
Berg's need to exactly align regions of the stent with specific regions of the body vessel. For at 
least this reason the 35 U.S.C. § 103(a) rejection was improper. Withdrawal of the rejection is 

respectfully requested. 

In addition, it is impermissible to find obviousness if the combined references do 
not teach the entire claimed invention or if they can only teach the entire claimed invention by 
picking and choosing certain parts of the references and ignoring other essential features in a 
manner which ignores what the references teach to one skilled in the art. In re Hedges, 228 
USPQ 685, 687 (Fed. Cir. 1986). Without impermissibly picking and choosing certain parts of 
Berg and Leonhard-5 while excluding other parts, the combination does not teach Applicant's 

system- 
Applicant's system addresses a problem that can occur during the deployment of 

endoprosthetic devices, the release of emboli. Applicant's system prevents embolic releases by 

treating the site with an embolic sheath prior to the introduction and deployment of an 

endoprosthetic device. Berg does not contemplate nor address the issue of resulting emboli. 

Leonhardt-5 does not contemplate treating the site in the manner claimed. Leonhardt-5 instead 

addresses resulting emboli by attaching a micro-emboli filter tube to the endoprosthetic device 

which is deployed simultaneous to the endoprosthetic device and when deployed is located 

between the vessel and the endoprosthetic device. (Leonhardt-5 FIG. 8 and col. 4 lines 12-29). 

This combination does not teach Applicant's treating the vessel before deploying an 

endoprosthetic device. This combination also picks some Berg attributes (multiple pore sizes 

and multiple layers) while ignoring the fundamentally essential attribute of Berg that the 
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endoprosthetic device remain in direct contact with the vessel to ohtain high compliance. As a 
result, person of ordinary skill in the art would not have motivation to combine Berg with a 
feature of Leonhardt-5 that destroys the basic utility of Berg. For at least this reason the 35 
U.S.C. § 103(a) rejection was improper. Withdrawal of the rejection is respectfully requested- 
Lastly, this combination places attributes of an endoprosthetic device not on an 
analogous endoprosthetic device but on a separate micro-emboli filter tube. Even if there were 
motivation to combine the contradictory attributes of two endoprosthetic devices, a person of 
ordinary skill in the art would not have motivation to combine attributes of two dissimilar 
devices. For at least this reason the 35 U.S.C. § 103(a) rejection was improper. Withdrawal of 
the rejection is respectfully requested. 

4. Claim Rejections - 35 U.S.C. S 103(a) 

The Office Action rejects Claims 2 and 4-18 under 35 U.S.C. § 103(a) as being 
obvious when viewing Berg in light of Leonhardt-6. Both Berg and Leonbardt-6 describe 
endoprosthetic devices used to repair ot replace damaged body vessels. However, for many of 
the same reasons mentioned above in Section 3, the combination of Berg with Leonhardt-6 does 
not teach every aspect of Applicant's invention. In addition, the combination is not obvious 
because there is no motivation to combine the two to a person of ordinary skill in the art. 

Berg is an endoprosthetic device structure designed with discrete sections each 
designed to be compliant with and aligned with specific portions of the surface of a damaged 
body vessel (Berg Col. 2 lines 21-31 and FIGs. 3a and 3b). Leonhardt-6 is a multi-staged 
endoprosthetic device designed to have a reduced size and a low profile (Leonhardt-6 Col. 3 lines 
7-12). It would not be obvious to obtain Applicant's system by combining Leonhard-6 and Berg 
because they posses incompatible attributes which if combined would frustrate their respective 
purposes. As an example, to reduce its size and profile, Leonhardt-6's calls for low profile 
connectors and specifically states that it is important to avoid the use of barbed connectors 
(Leonhardt-6 Col. 4 lines 1 8-20). In contrast, Berg's design calls for connectors that will assure 
proper distension such as barbed connectors (Berg FIG. 8, Col. 2 lines 62-65 and Col. 7 lines 27- 
50). To combine the two would either destroy Leonhardt-6' s low profile and reduced size or 
destroy Berg's need to exactly align regions of the stent with specific regions of the body vessel. 
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For at least tbis reason the 35 U.S.C. § 103(a) rejection was improper. Withdrawal of the 
rejection is respectfully requested. 

In addition, the combination of these two references does not describe Applicant's 
system. Applicant's system prevents embolic releases by treating the site with an embolic sheath 
prior to the introduction and deployment of an endoprostbetic device. Berg does not contemplate 
nor address the issue of resulting emboli. Although Leonhardt-6 tersely mentions that all of its 
multiple stages should be deployed without delay to reduce the dangers of resulting emboli 
(Leonhard-6 Col- 6 lines) 9-25) it makes no mention or suggestion of treatment with an embolic 
sheath. Because Leonhardt-6 also incorporates Leonhardt-5 by reference (Leonhardt-6 Col. 5 
lines 63-65) it also suggests attaching the separate micro-emboli filter tube discussed in Section 3 
which is wholly different from Applicant's system. Because none of the cited references whether 
" alone or in combination teach Applicant's system. Applicant's system cannot be characterized as 
obvious. For at least this reason the 35 U.S.C. § 103(a) rejection was improper. Withdrawal of 
the rejection is respectfully requested. 
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Conclusion 

For at least the reasons stated above, Applicants believe that the present 
Application with pending claims 2 and 4-1 8 are in condition for allowance. Applicants 
respectfully request notification to that effect. 

Should the Examiner believe that anything further would be desirable in order to 
place this application in better condition for allowance, the Examiner is invited to contact 
Applicants' undersigned representative at the telephone number listed below. 

Respectfully submitted, 

VIDAS, ARRETT & STEINKRAUS 



Date: August 29. 2005 



6109 Blue Circle Drive, Suite 2000 

Minnetonka, MN 55343-9185 

Telephone: (952) 563-3000 

Facsimile: (952) 563-3001 
f:\wpworK\becM 054 1 us02 jirod 20050809.doc 




jamin ET Carlsen 
Registration No.: 52697 



PAGE 9/9 1 RCVD AT 8/29/2005 4:28:17 PM [Eastern Dayfight Time] 1 SVR:USPTO-EFXRF-6/29 * DH1S:27$300 1 CSID:9525633D01 ' DURATION (mifr$s}:02-20 



